Liberty Financial Pty Ltd v Scott [2003] FCA 226; BC 200301072 (Weinberg J, 21 M arch
2003)

Copyright - ‘Split trials' —just and expeditious — general ruleto determineall matters at onetime
—onus on applicant to separatetheissues of liability and quantum —whether intdlectual

property caseswerein aspecia dass of cases — costs

It isnot uncommon in intellectual property cases for advisersto recommend that
the issues of liability and quantum be heard separately. Theoretically, narrowing the
issues means less work, less expenses and a shorter trial. Some might consider the
court’sorder to be aroutine formality. Not so, in this recent patent case.

Sullivan v FNH Investments Pty Ltd t/as Palm Bay Hideaway [2003] FCA 323
(Jacobsen J, 10 April 2003)

Copyright - Phatographs — contract to provide photographs for resort — licenceto use phatographs
for specific brochure- copyright in adogan — additional damages under s.115(4) of the
Copyright Act 1968- whether action was breach of contract or copyright infringement

This case involvesthe copyright in photographs taken for aclient who operated a
holiday resort and wanted to incorporate the photosin a marketing brochure. The
decision isvery helpful, particularly in several respects:

It givesinsight into the issue of copyright infringement within the context
of a contract where the subject matter isthe copyright work. Isthe action
one of breach of contract or copyright infringement? Does it matter?

The case arguably deals with the wider situation of copyright created by a
contractor pursuant to a contract;

Copyright in catchphrasesis considered;
Additional damagesin terms of flagrancy, is also considered.

Sky Channel Pty Ltd v. Darcy’s Tavern Pty Ltd [2003] FCA 19 (N 31 of 2003); Sky
Channel Pty Ltd v. First Mitmac Pty Ltd (N32 of 2003) (Gyles J, 14 January 2003);

Sky Channel Pty Ltd v. Intertwine Pty Ltd [2003] FCA 67 (N93 of 2003) (Lindgren J, 11
February 2003)

Sky Channel Pty Ltd v Yahmoc Pty Ltd [2003] FCA 401 (Allsop J, 9 April 2003);

Copyright - “Anton Pillar” typeorders — use of decoding deviceto gain unauthorised accessto
encoded broadcast — s135 ANA of the Copyright Act 1968 (Cth) - Useof a‘smart card’



SKy Channel has been aggressively pursuing the alleged infringement of its
rightsto broadcast under the more recent amendments to the Copyright Act 1968, s.
135ANA. The decisions are not lengthy and are helpful to those considering the
evidentiary swoop that is associated with these types of orders.

Camilleri v. Steel Foundations Limited [2002] QSC 397 (Atkinson J, 4 December 2002)

Patents —rdationship between inventar and corporate vehicleexplaiting thepatent - where
defendant company obtained patent to invention — where plaintiff inventor sought declaration
under s 34 of the Patents Act 1990 that hewas an digible person to be patentee—

Thisisan interesting decision arising from a common situation in relation to
patents. Theinventor meetsthose with the money and the inclination needed to exploit
theinvention.

In particular the case highlights a number of matters that should be considered
when there is such acommon plan. For example:

What contribution to the venture will be made by the respective parties?

What rights of ownership and/ or licence need to be addressed in
relation to the patent and the other intellectual property rights that might
appear, such asatrade mark associated with the invention?

Independent Corporate Services Ltd v. Stevens [2002] WA SC 280 (Roberts-Smith J, 26
November 2002)

Confidential Information - Employment — businessin competition with former employer —
fiduciary duty — fiddity — acts preparatory to establishing business — whether breaches of
duty to employer — whether knowledge of customer lists, billing cycleand fees confidential
information — canvassing of customers of former employer — whether breach of duty —
interlocutory injunction — contract of employment — implied terms of fiddity and
confidentiality — whether use of confidentia information to canvass customers of former
employer — evidence— whether serious question to betried

The courts have commented that it isnot an uncommon phenomenon these days
for actionsto be taken against former employeesin relation to the protection of what the
employer fearsistheleaking of confidential information from the business. What can an
employee take with him or her when they leave their employer, generally in terms of
knowledge acquired in the course of working or specifically with respect to client
names? Thisdecision addressestheseissuesin an environment of an application for
interlocutory relief.



CASE SUMMARIES

Liberty Financial Pty Ltd v Scott [2003] FCA 226; BC 200301072 (Weinberg J, 21 M arch
2003)

Copyright - ‘Split trials' —just and expeditious — general ruleto determineall mattersat onetime
—onus on applicant to separatetheissues of liability and quantum —whether intdlectual
property caseswerein aspecia class of cases — costs

Background

Liberty commenced action against its former employee (Scott) in relation to
alleged breaches of confidence and contraventions of the Trade Practices Act 1974, arising
from Scott’s employment with a competitor of Liberty (Bluestone). It was alleged that
Scott had signed 3 agreements, each of which contained provisions concerning the
protection of confidential information.

The proceeding

Liberty had sought and obtained in the Federal Court, interlocutory injunctive
relief and an ‘Anton Piller’ order which Scott unsuccessfully tried to set aside. Liberty
made application pursuant to 029 r2 of the Federal Court Rules, that the issues of
liability and quantum be tried separately.

Therulerelevantly provides:
“The Court may make orders for —

@ thedecision of any question separatdy from any ather question, whether before
at or after any trial or further tria in the procesdings

Liberty

Liberty made submissionsin favour of the order, which | summarisein the
following terms:;

Liberty noted it was more usually ordered wherethe oreder was sought
by consent (Rhone-Poulenc Agrochimie SA v UIM Chemical Services Pty Ltd
(1985) 10 FCR 567);

Matters should in the normal course be dealt with at onetime (Tallglen
Pty Ltd v Pay TV Hddings Pty Ltd (1996) 22 ACSR 130 at 141 — 142);
Some benefit had to be displayed to depart from this course;



The benefit lay in:
A saving of costs and time by narrowing the issues;

A potential contribution to settlement of thelitigation (Reading
AustrdiaPty Ltd v Australian Mutual Provident Society [1999] FCA
718 at [8] -{9] per Branson J);
It was commonly recognised that intellectual property caseswerein a
category of cases, which were justly and conveniently dealt with by an
order separating theissuesunder O 29r 2 of the Rules Reading at [9];

Several examples of such ordersin patent caseswere given;

Scott and Bluestone

These parties acknowledged that such orders were not uncommon but that the
issues of liability and damage wereintertwined in this case. They submitted:

It was acknowledged that in patent casesit was not unusual to order the
separate hearing of issues, but that thiswas due to the clear demarcation
of the issues of liability and damage;

Intellectual property caseswere not in a category which required the
application of a special rulein these circumstances;

An account of profitsin patent cases was sui generis;

Therewasin this case an overlap of theissues of liability and damages
similar to Trade Practices Act cases, thereby creating overlap of evidence
going to issues of liability and issues going to damages,

The court should commence with the proposition that it is appropriate for
all issuesin aproceeding to be disposed of at onetime;

The High Court has said that this separation should not be made too
readily: Tepko Pty Ltd v Water Board (2000) 206 CLR 1 at 55 per Kirby and
Callinan JJ—singleissuetrials should only be undertaken when “ther
utility, economy and fairness to the parties was beyond question.”;

The onuswas on the applicant to show its utility;

In this case there was no saving aswitnesses would have to be called
twice, which put greater burden on the court both in terms of time and
costs. The court also was at some disadvantage in relation to findings of
credit when dealing with the liability issue;

Decision

His Honour rejected the application. Having regard to the general public interest
to dispose of matters at one time and the comments of their Honours Kirby and Callinan
Jin Tepko, hisHonour was not convinced that that the separation of issues produced a
just quick and cheaper path. Further, his Honour found that there was no special rule
applicable to patent cases which inherently lent them towards a split trial.



Costs

Subsequently, hisHonour determined the issue of costs. Liberty submitted that
the matter was a complex one and that given thetask of discovery in relation to the
damages issue, costs should be reserved or in the cause.

Reference was made to Energy Austrdiav Australian Energy Limited [2001] FCA
1049, acasein which an application for separation was refused. In that case Stone J
nevertheless ordered that costs be costsin the cause, and not costsin favour of the party
which resisted the application. The basis for that order was that the application, though
unsuccessful, had been "properly brought”.

Scott submitted that there was no ground for departure from the usual rule, that
costs follow the event, particularly as Liberty had not sought hisview on the application
prior to filing the motion. Bluestone adopted these submissions and added that the
application was brought prematurely asthere was no sensible estimate of the saving in
terms of time by the separation of issues. His Honour agreed that the evidence in
support of the application was based on conjecture.

Costs of and incidental to the motion awarded against Liberty.

Sullivan v FNH Investments Pty Ltd t/as Palm Bay Hideaway [2003] FCA 323
(Jacobsen J, 10 April 2003)

Phatographs — contract to provide photographs for resort — licenceto use photographs for specific
brochure- copyright in aslogan — additional damages under s.115(4) of the Copyright Act
1968- whether action was breach of contract or copyright infringement

The Action

The applicants are in the photography business. Thefirst applicant (Mr Sullivan)
isthe photographer, the second applicant (XYS), acompany through which Mr Sullivan
operates. Together | will refer to them for convenience as ‘Sullivan’.

Sullivan contracted with the respondent FNH to take some photographs of
FNH’sresort, located in the Whitsunday Islands. The written part of the contract was
made up of 3documents. The main document relied on was afax headed ‘Photographic
Assignment Terms and Conditions'. The document gave an estimate of the costs of the
photographs and under the heading ‘Terms of Licence’ relevantly provided that:



FNH would have alicence to use the photographs for a period of two
yearsfor usein Australia‘in production of advertising, marketing and
collateral material’;

Such licence to be dependant upon the full payment of the contract price.

After payment of adeposit of 50% of the contract price by FNH, Sullivan took the
photographs and supplied them to FNH in accordance with the contract. FNH however
refused to pay the balance on the groundsthat the photographs were of a quality less
than expected in the contract.

Thebrochure

Jacobson Jfound that FNH used the photographs despite:

Its refusal to pay the full contract price;
complaints by it asto the quality of the photos.

FNH used at least three photographsin ‘an attractive marketing document’, it
used to advertise theresort.

Slogans

It was found that Mr Sullivan had suggested two catchphrases used in the
promotional material:

“Somewherein the Whitsundays”; and
“the Resort that Offers Precious Little”.

The question arose whether the catchphrases were copyright.

Copyright infringement or breach of contract

Sullivan claimed amongst other things, additional damages under s. 115(4) of the
Copyright Act 1968. These are basically punitivein nature and aimed at acting asa
deterrent of behaviour, which includes flagrant disregard of the copyright owners
rights.

FNH argued that Sullivans' claim for copyright infringement was admitted, but
that copyright was the subject matter of a contract and it followed the claim wasin
substance a claim for breach of contract.

In these circumstances, Sullivan could only claim the balance owing on the
contract and not any additional (exemplary) damages, asit waswell established at
common law that exemplary damages were not available for breach of contract. (Gray v
Motor Accident Commission (1998) 196 CLR 1 at 6; Addis v Gramaphone Co Limited [1909]
AC 488 at 492.)



His Honour resolved thisissue by considering the terms of the engagement. In
particular, hisHonour focused on the facsimile transmission, which clearly showed that:

therewasalicence involved with the use of the photographs;
the licence to use the photographs was granted upon full payment of the
contract price.

A further provision that the balance of the fee was payable 30 days after invoice,
had the effect that there was no licence whilst the fee was unpaid. If FNH wanted to use
the photographs before the 30 days, it simply had to pay the balance. Otherwise, his
Honour said FNH had no licence to use the photographs.

Damages

Jacobson Jawarded as damages (s.115(2)), the amount outstanding on the
contract, the purpose of damages for copyright infringement being to " compensate the
wronged party for the loss suffered as aresult of the breach”; (Bailey v Namal Pty Ltd
(1994) 53 FCR 102 at 110-111 per Burchett, Gummow and O’Loughlin 1)).

On theevidence, (which included expert evidence as to the quality of the
photographs), hisHonour found that FNH’s claims as to lack of quality, were
unfounded. It followed that there was afinding that FNH breached the contract. No
damages were awarded for this breach because of the damages awarded for copyright
infringement. It iswell established that the successful party cannot get a double recovery
of damages.

The court awarded additional damages of $15,000.00 on principles
corresponding with aggravated and exemplary damages; (Autodesk Incv Yee (1996) 68
FCR 391 at 394).

HisHonour said that ‘flagrancy’ was one of several grounds for such an award
under s. 115(4) of the Act. Flagrancy was not a prerequisite for such an award.

FNH’s submitted that additional damages should not be awarded asthe
breaches were not ‘secret’ a ‘deceitful’ but rather open, even to the point of informing
Sullivan of itsintention to use the photographs. The court said this admission alone was
an admission of flagrancy.

The Court needed only to be satisfied that one or more of the circumstancesin
s.115(4)(b) was satisfied: Raben Footwear Pty Limited v Pdygram Records Inc (1997) 75 FCR
88 at 93 per Burchett Jand 103 per Tamberlin J



HisHonour determined that FNH flagrantly disregarded therights of
Sullivan by circulating the brochure containing the photographs despite:

the Mr Sullivan’s protests;

aletter from Sullivans' solicitors drawing attention to the
breaches;

awarning from Sullivans' solicitor that ‘the maximum damages
available for infringement of copyright’ would be sought;
proceedings being initiated.

Jacobson Jnoted that the court had awide discretion to award damages with
a punitive element (see (Raben at 103; Concrete Systems v Devon Symonds (1978) 20 SASR
79 at 85), and the award sufficiently expressed the court’sdisapproval of FNH’s
conduct.

The court declined to award any extra damages for personal hurt and injury
(Milpurrav Indofurn Pty Ltd (1994) 30 IPR 209 at 244-247; Williamsv Setle[1960] 1 WLR
1072). It was satisfied also, that the common law test ‘where there has been conscious
wrongdoing in contumelious disregard of another person’srights was also satisfied:
(see Gray at 7).

Copyright in the slogans

Asnoted above, hisHonour found as a matter of fact that Mr. Sullivan suggested
the wording of each slogan. Regardless, there had been no evidence put to the court, that
the creation of the slogans showed the requisite degree of judgment, effort and skill
needed to makeit an original literary work in which copyright subsisted. (See Ladbroke
(Football) Ltd v William Hill (Foatball) Ltd [1964] 1 All ER 465; Apple Computer Incv
Computer EdgePty Ltd (1984) 1 FCR 549 AT 558AND 578) and s. 32(1) of the Copyright Act
1968).

Costs

The circumstances of the case were such that hisHonour considered indemnity
costs might be appropriately awarded to Sullivan. In essence, these circumstances were
that FNH:

acknowledged Sullivan’s copyright in the works;
admitted using the photographs; and
knew it had no licence to use the works.

The question was adjourned for argument, although Jacobson Jindicated that his
preliminary view wasthat it was a case where indemnity costs could be awarded
against FNH; (CdgatePamdive Cov Cussons Pty Ltd (1993) 46 FCR 225).



Subsequently, ([2003] FCA 383 (30 April 2003), hisHonour ordered costs against
FNH on an indemnity basis. HisHonour said at [11] of the reasons:

‘It fdlowsin my view that there are specid featuresin this casewhich justify mein
departing from theordinary practice of ordering costs on aparty and party basis.’

Basically, the featureswere that :

FNH had no defenceto the claim for copyright infringement ;

the contractual defence as to the quality of the photographs was no
defence to a claim for copyright infringement;

it should have been clear to FNH’slegal advisersthat the infringement
was flagrant ;

It isnoted that at one point Sullivans’ solicitors estimated those coststo be ‘in the
order of $40,000.

Comment
Photographers

With general and additional damages coming to over $22,000 and costs
estimated at $40,000 payable on an indemnity basis, these 3 photos roughly came out to
$20,000 a ‘snap’.

It will berecalled that in 1998, amendmentsto the Act moved photographers
from an exception to the general rule regarding ownership of copyright, to the general
position. Photographerswere in the same position as commissioned artists or engravers.
This position was that, subject to any other agreement, the person who commissioned
the photo or painting owned copyright upon payment of the fee (s. 35(5)(a) of the Act
before amendment).

Theamendmentsin thisregard moved photographersinto the general position
set out in s. 35(2) of the Act, relevantly that the author of the photograph owned
copyright in the photo. ‘Author’ in relation to a photograph is the person who takesthe
photo (s.10 of the Act). Although the case in insightful for photographers and their
clients

General application

| believe that thisdecision haswider application. The photographer is essentially
in the same position as any contractor of services. If | engage a software company to
write a program to help me conduct my business and the program doesn’t do all the
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things | wanted it to do, this becomes a question of fact and a contract construction
guestion.

This decision states clearly, that that argument haslittleto do with the issue of
infringement in circumstances where | withhold payment of the contract price but keep
using the program.

It would seem that solicitors with commercial clients are provided with an
opportunity to advise clients of the benefits of having thisissue dealt with efficiently
prior to engagement. A simple document in compliance with the Act’srequirementsfor
assignment or incorporating provisionsin a contract for the work would substantially
reducetherisk of incurring penalties as those determined inn this matter.

Sky Channel Pty Ltd v. Darcy’s Tavern Pty Ltd [2003] FCA 19 (N 31 of 2003); Sky
Channel Pty Ltd v. First Mitmac Pty Ltd (N32 of 2003) (Gyles J, 14 January 2003);

Sky Channel Pty Ltd v. Intertwine Pty Ltd [2003] FCA 67 (N93 of 2003) (Lindgren J, 11
February 2003)

Sky Channel Pty Ltd v Yahmoc Pty Ltd [2003] FCA 401 (Allsop J, 9 April 2003);

“Anton Piller” typeorders— use of decoding deviceto gain unauthorised access to encoded
broadcast — s135 ANA of the Copyright Act 1968 (Cth) - Useof a‘smart card’

Anton Piller

The applicants (jointly Sky Channel) sought ordersin the nature of Anton Piller
type orders: Anton Piller KG v Manufacturing Processes Ltd [1976] 1 Ch 55 at 61land 62,
based on alleged breaches of anew division of the Copyright Act (Cth) 1968 (the Act).
These orders allow the applicant, under strict conditions asto supervision and
accountability to the court, to enter upon premises and seize evidence, that it isfeared is
likely to be destroyed if the party with control of the evidence were made aware of the
intended claim and action.

The alleged breaches

Sky Channel transmitted signals or broadcasts for commercial pay TV.
Equipment which could enable a person to receive wireless broadcasts from Sky
Channel, could be purchased quite lawfully. The signals however are encoded, making
the lawfully acquired equipment useless, unless there was also used a device which
could decode the coded or encrypted signal.
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These cases involved allegations against partiesit was alleged used without
authority, adecoding device or a‘smart card’ to receive Sky Channel broadcastsin
commercial situations, namely in hotels the respondents operated.

Comment

Their Honours in the three separate cases were satisfied that, on the evidence
that was before the court, there was a strong case made out for a breach of s. 135ANA in
each case for use and authorisation of use of a broadcasting decoding devicein
contravention of the section.

Notably, Allsop Jconsidered the use of these Anton Piller type orderswere an
‘extreme use of the Courtsinherent power.’ It isinteresting that the power was
exercised, in the absence of evidence that the respondentswould act improperly
towards the evidence. Relevant also in thisregard, was the small size of the smart card,
lending itself to easy removal and concealment.

Theterms of the orders are not reproduced here but are found in the judgments.
These provide a helpful guide to some practical issues such as abridging time and
requesting an order under section 50 of the Federd Court of AustrdiaAct, that the
transcript of the proceedings and the judgment not be distributed prior to adesignated
time, without leave of the Court.

Camilleri v. Steel Foundations Limited [2002] QSC 397 (Atkinson J, 4 December 2002)

Patents —rdationship between inventor and corporate vehicleexplaiting thepatent - where
defendant company obtained patent to invention — where plaintiff inventor sought declaration
under s 34 of the Patents Act 1990 that hewas an digible person to be patentee—

Background

The plaintiff, Camilleri was a prolificinventor. In particular, Camilleri
concentrated hisinnovative efforts on methods of using steel foundationsto support
structures such as concrete slabs, lighting poles and buildings.

Steel Foundationswasincorporated in July 1994 to develop and commercialise
concepts and ideas, many of which were those of Camilleri. These conceptswere known
as“screw piling” and “screw piering”.

It was common ground that Camilleri had invented the subject matter of a patent
entitled ‘Slabmaster’, which was held in the name of Steel Foundations. Camilleri was at
the time of incorporation of Steel Foundations, retained as a consultant to the company.
Theterms of the engagement were not in writing. Camilleri submitted that hisduties
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involved the exploitation of only one of hisinventions, the “Ground Anchors” and that
he owned therights to the Sabmaster invention.

Consequently, Camilleri in his action sought inter alia, adeclaration that he was
an “eligible person” under s. 34 of the Patents Act (Cth) 1990 with respect to Slabmaster.
Before the Queensland Supreme Court, was an application by the Steel Foundations, for
summary judgement pursuant to r 293 of the Uniform Civil Procedure Rules 1999
(“UCPR"), with respect to essentially to the Sabmaster.

Therule provided that the court could order summary judgment on the
application of adefendant where it was satisfied that the plaintiff has no real prospect of
succeeding on all or part of the plaintiff’s claim and thereisno need for atrial of the
claim or the part of the claim.

Camilleri’s argument

In substance Camilleri submitted that preliminary specifications were provided
to Steel Foundations, with aview to ascertain whether the company wanted to exploit
the invention. Following an expression of interest by the company in Sabmaster,
Camilleri said he consented to a conditional licence to Steel Foundationsto use the
Sabmaster in the course of their business. Relevantly, Camilleri submitted that it wasa
condition of the licence that he maintained a working relationship with Steel
Foundations.

Steel Foundation’s argument

It was common ground that after afew yearsthe board of Steel Foundations
resolve to give Camilleri afive year employment contract as C.E.O. Relevantly, an
employment agreement was found to be entered which relevantly provided that
Camilleri was:

To devote hisfull time and attention to the business of Steel Foundations
Limited;

Not to engage, directly or indirectly, in any other business or occupation
without the written consent of the board;

To develop further technological improvementsin relation to the
manufacture and application of the screw pier concept;

To ensurethat the intellectual property of Steel Foundationswas properly
protected.

Steel Foundations argued that it was part of the terms of his engagement that he
develop new products for Steel Foundationsin thisindustry. Further, they claimed that
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communications were sent by the company’s patent attorney to Camilleri at Steel
Foundations, which indicated the Sabmaster patent was applied for in the name of Steel
Foundations.

DECISION

Her Honour concluded that if there was no real prospect of Camilleri showing
that the patent was obtained without his knowledge, it was safe to infer Camilleri
agreed that the company could and would be the patentee for the invention, whatever
were the terms of his engagement.

Atkinson Jalso found that conduct by Camilleri added to this conclusion. In
particular, that Camilleri:

wrote a memorandum on Seel Foundations letterhead addressed to all
sales staff, operations staff and administrative staff with regard to the
protection of the company’sintellectual property in Sabmaster;

had signed a distribution agreement on behalf of Steel Foundationswith
athird party, which included awarranty that Steel Foundations owned
all theintellectual property relating to the Sabmaster system.

in a notice of termination of the distribution agreement, signed by
Camilleri, said:

“ The Slabmaster System isfully patented, (granted Patent no. 706192 applies, copy
attached). This makes the Sabmaster System a proprigtary system owned by Sted
Foundations.”

Atkinson J determined that the terms of the agreement between Camilleri and
Steel Foundations could beinferred from Camilleri’s conduct in unequivocally asserting
therespondent’s exclusive right to the patent. His conduct was sufficient evidence of the
assignment of theright to apply for the patent, to the exclusion of himself (Preston
Erection Pty Ltd v Speedy Gantry Hire Pty Ltd (1998) 43 IPR 74 at 82).

An order for summary judgment was madein favour of the applicant, Steel
Foundations.

Independent Corporate Services Ltd v. Stevens [2002] WA SC 280 (Roberts-Smith J, 26
November 2002)

Confidential Information - Employment — businessin competition with former employer —
fiduciary duty — fiddity — acts preparatory to establishing business — whether breaches of
duty to employer — whether knowledge of customer lists, billing cycle and fees confidential
information — canvassing of customers of former employer — whether breach of duty —
interlocutory injunction — contract of employment — implied terms of fiddity and
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confidentiality — whether use of confidential information to canvass customers of former
employer — evidence— whether serious question to betried

The application

Thiswas an application for an interlocutory injunction seeking to restrain the
defendant (“ Stevens”), from soliciting clients of the plaintiff (“Independent”) and
further seeking that Stevens provide details of Independent’s clientswith whom Stevens
had had contact since he ceased employment with Independent.

Issues

Independent was for over 20 yearsin the business of incorporating shelf
companies, establishing and administering superannuation funds, conducting corporate
and credit searches and providing corporate registry services. Independent alleged that
Sevenswas employed for approximately 10 years as the manager of the Corporate
Registry Division. Independent said this position was one of trust, with significant
power, control and responsibility, which allowed Stevensto have access to information
such asthe client database, information relating to the business and the records of the
companies serviced by Independent.

Independent alleged that such information was confidential and that by reason
of his position with Independent he was bound by express or implied obligations of
confidence and fidelity. Specifically, Independent alleged that Stevens directly
approached at least two of their clients while hewas still in their employ telling them
that heintended to leave and establish hisown corporate registry business and soliciting
their custom.

Stevens said that he did not deliberately memorise Independent’s client database
before he left the employ nor take Independent’s information with him in electronic or
any other form. Further, he denied the confidentiality of the information such as
Independent’s pricing policy was common knowledge, as it was contained in brochures
detailing the plaintiff’s services and charges, which had been sent to potential clients
and appeared on its website.

Whilst, he admitted telephoning Independent’s clients, thiswas done from
knowledge he acquired from the years of working for Independent rather than from a
conscious effort to memorise the information.

Result

His Honour found there was no evidence giving rise to an inference that the
defendant deliberately memorised the plaintiff’slist of existing clients.

In relation to the evidence that conversations with certain clients established that
Sevenswas soliciting clients for his proposed new business, the court was of the view
that the evidence of Independent was incapable of establishing what it purported to
assert. The expression of a belief by the managing director of Independent that Stevens
spoketo the clientswith such purpose was not evidence of the fact.



15

His Honour, applied the decision in Faccenda Chicken Ltd v. Fowler [1986] All ER
617 to determine that in the absence if an expressterm in the contract of employment,
Stevens could as ex-employee canvass clients of hisformer employer as a general
proposition.

Therewas also no evidence past a mere assertion, that Stevens used secret or
confidential information of Independent following hisdeparture. Certain evidence of
witnessesrelied upon by Independent were hearsay.

In short, the court found that the evidence fell short of proving Sevensdid
anything wrongfully during his employment or in the course of preparing to compete
with Independent.

Accordingly, therewas no serious question to betried. The balance of
convenience necessitated an examination of the strengths and weaknesses of
Independent’s case. Such an examination revealed in hisHonour’sview a serious
weaknessin Independent’s case.

Accordingly, theinterlocutory injunction wasrefused.

Injunctions

Asapractical guide, hisHonour set out in simple and comprehensive termsthe
principles that must be addressed if someone seeks an interlocutory injunction. These
were:

1 There must be a serious question to be tried;

2. If there was a serious question to betried, an injunction would not be
granted if common law damages were an adequate remedy;

3. If there was a serious question to betried and damages would not be an
adequate remedy, the court had to consider whether the balance of
convenience lay in favour of granting or refusing the relief sought;

4, When considering the balance of convenience, therelative strengths and
weaknesses of the applicant’s case may be taken into account;

5. The court should not try to determine factual conflicts arising from the
material nor should difficult questions of law be determined (Owen Jin
Mott v Mount Edon God Mines (1994) 12 ACLC 319 at 321; see also
American Cyanamid Co v Ethicon [1975] AC 396 at 407; Castlemaine Tooheys
Ltd v State of South Australia (1986) 161 CLR 148).



